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This publication, issued monthly, contains all current decisions 
of the law of trade-marks, trade-names and unfair competition in 
the courts of the United States, and of the several States and in 
the United States Patent Office. The text of opinions, other than 
Patent Office decisions, is given in full so far as they relate to 
trade-marks, or allied subjects, with references to the official or 
other reports, if any, in which the cases are to be found, and with 
annotations and cross references, designed to illustrate the develop- 
ment and assist in the study of this branch of the law. 

It likewise contains the text of all legislative enactments of the 
several state legislatures, and of the federal congress, relating to 
the subject. 

Thus the publication embraces the entire body of current law 
in this important field within the United States, as announced by 
courts and legislative bodies from year to year. It includes also 
all treaties and conventions relating to trade-marks to which the 
United States is a party. Each annual volume is completed with 
an index, digest and table of cases, that makes its contents readily 
accessible for reference. To these has been added a cumulative 
table of citations covering al] the cases reported in the publication 
from the beginning. This feature adds immeasurably to the useful- 
ness of the publication and to the availability of the material con- 
tained in it. 

It is intended primarily for the use of lawyers and is edited 
with a view to their needs and requirements. The subscription 
price is SIX DOLLARS per year in the United States and Mexico; 
for other countries, add FIFTY CENTS. 

A limited number of volumes for previous years can be furnished 
at the following prices: 


Brown Cloth 
Brown Buckram 
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Add to the above prices two and one-half percent for each year 
elapsed since year of publication, except in the case of the Dieegsrt. 
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Big News for the Patent Man 
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topics as the patent monopoly in relation to Anti-Trust Laws, 
Declaratory Judgment, and an entire volume on Pleading, Prac- 
tice and Forms. Of especial interest to patent attorneys and mem- 
bers of the Patent Office is the amplified chapter on The Patent 
Application. 

The author, Mr. Anthony William Deller, is a practical and 
thoroughly experienced patent attorney as well as author and 
lecturer on Patent Law at Columbia University School of Engi- 
neering. 

The work will be kept to date by pocket parts to be issued as 
circumstances require or, in the event of wide changes in the 
future, replacement volumes will be issued—mnever an entirely new 


edition. 
SEND IN YOUR ORDER TODAY! 
Four Large Volumes Fifty Dollars 


Convenient terms may be arranged or send your 
check with order and deduct 6% for cash. 
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INTERNATIONAL SILVER ComMpaNy v. OneEmpa Community, Ltp. 
United States Circuit Court of Appeals, Second Circuit 


December 13, 19387 


Unram Competition——“Rocers” oN SILvVERWARE—CONTEMPT— APPEAL. 

Where defendant appealed from an order adjudging it in con- 
tempt, and from an order dismissing its petition and refusing to hold 
complainant in contempt, held that, inasniuch as the order adjudging 
the defendant in contempt and ordering a reference was not final, it was 
not appealable. 

Unrarr Comretition—Con'remMpt—Urcine Customers tro Use Derenpant’s 
NAME IN ADVERTISING. 

Where defendant had complied with an injunction requiring it to 
request its customers not to sell or advertise defendant’s silverware as 
“Rogers” simpliciter, defendant, by sending letters to customers who 
advertised its “Rogers” ware in a way enjoined by the decree against 
defendant, urging dealers to use defendant’s name in their advertising, 
held not guilty of contempt. 

Unrarr Competirion—FurRNISHING CouNSEL TO CustoMER WARNED AGAINST 
VIOLATING INJUNCTION—CONTEMPT. 

Defendant which, inter alia, had been enjoined from selling or 
representing its silverware as “Rogers” simpliciter, and was required 
to so notify its customers held guilty of contempt, in furnishing counsel 
to a customer and agreeing to pay latter’s expenses in defending a suit 
brought against it for advertising silverware sold to it by defendant 
as “Rogers” simpliciter and not as “Rogers Ware Manufactured by 
Oneida, Ltd.” 


In equity. From an order adjudging defendant in contempt of 
court and appointing a master to report as to costs and expenses of 
the complainant and damages suffered by it, and from an order 
adjudging the complainant not in contempt of court, the defendant 
appeals and the complainant renews a motion for leave to file a 
supplemental bill, denied on April 5, 1937, with leave to renew after 


decision of the then pending contempt proceeding. 


Appeal from order adjudging defendant in contempt dis- 


missed; appeal from order adjudging complainant not in contempt 
affirmed, petition for leave to file supplemental bill denied in part 


and granted in part. For the decision below, see 23 T.-M. Rep. 491. 


Bartlett, Eyre, Scott & Keel, of New York City (Thomas D. 
Thacher, John P. Bartlett, and Richard Eyre, all of New 
York City, of counsel), for complainant-appellee and peti- 
tioner. 
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Nims § Verdi, of New York City (John W. Davis and Luke W. 
Finlay, both of New York City, of counsel), for defendant- 
appellant-respondent. 


Before L. Hann, Swan, and Aveustus N. Hanp, Circuit Judges. 


Aveustus N. Hann, C. J.: Ina suit brought by the complainant 
against the defendant for unfair competition in the use of the name 
“Rogers” and of other related names and trade-marks, this court 
rendered an opinion (International Silver Co. v. Oneida Community, 
Limited, 73 F. [2d] 69) [24 T.-M. Rep. 279], upon which a final 
decree on mandate was entered in the District Court on May 10, 
1935, containing injunction provisions affecting both the complainant 
and the defendant. The injunction directed against the defendant, 
so far as pertinent here, restrained it: 


(a) From selling or offering for sale any flatware marked with marks 
containing the name “Rogers” or with the initial marks “(Maltese Cross) 
W. R.: (Keystone),” “S. L. & G. H. R. Co.,” or “R. S. Mfg. Co.,” or from 
representing that any such ware is “Rogers” ware, except when your own 
name, either as successor of Wm. A. Rogers, Ltd., or as successor of 
Simeon L. and George H. Rogers Company, or as manufacturer, appears 
in any and alj advertising and upon all cartons or containers in which 
goods bearing these marks or bearing the name “Rogers” are supplied, 
and, if the ware be guaranteed, except as your name as successor or manu- 
facturer shall appear upon the guaranty, your name in either instance to 
be displayed with sufficient proximity either to the name of such predeces- 
sor, or to said trade-marks, or to the name “Rogers” in type of sufficient 
size to make it clearly apparent that such goods are your goods and of no 
one else and that you are the successor of such predecessor or the manu- 
facturer of such goods, and except as sales to dealers or other parties 
disposing of such ware shall be accompanied by written notices in un- 
mistakable terms that the ware must not be sold or represented as 
“Rogers” ware except as “Rogers” ware manufactured by you (using 
your corporate name), and from selling or offering for sale any ware 
with new marks containing the name “Rogers” except as you shall inscribe 
upon the plate your corporate name, either as successor or manufacturer. 


The injunction against the complainant so far as pertinent here 
restrained the complainant: 


(a) From stating directly or indirectly to the trade or the public or 
in any manner advertising or claiming that you, International Silver 
Company, are the sole or only concern whose ware may be advertised or 
sold as “Rogers,” or from stating that it is unfair competition to ad- 
vertise or sell as “Rogers,’ the ware of Oneida Community, Limited, 
marked with any of its marks, or with the name “Rogers,” provided, how- 
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ever, the cartons or containers bearing the same or the name “Rogers,” 
and the advertisements thereof, are marked with the corporate name of 
Oneida Community, Limited, as successor or manufacturer, and written 
notices are given to dealers and others, and plate bearing new trade- 
marks containing the name “Rogers” is inscribed with the corporate 
name of Oneida Community, Limited, as successor or manufacturer; or 
from stating in advertising, or otherwise in trade directly or indirectly, 
that there are or ever were any injunctions or adjudications in force 
against such advertising or sale by Oneida Community, Limited, or its 
predecessors, or that anyone will be in contempt of court for thus ad- 
vertising or selling the ware of Oneida Community, Limited. 


The complainant filed a petition in the District Court to have 
the defendant adjudged in contempt and it was held in contempt for: 


(A) Furnishing counsel to one of its retail dealers, John G. Myers 
& Co., and agreeing to pay the expenses of the latter in defending a 
suit brought against Myers because of the latter’s advertising of 
“Rogers,” sold to it by the defendant, as “Rogers” simpliciter and 
not as Rogers Ware Manufactured by Oneida, Limited; (B) pre- 
paring and distributing to a dealer advertising literature such as 
Exhibit M—1 containing a notice to the dealer that he might change 
the suggested advertising as he desired; (C) sending letters to 
dealers who advertised defendant’s “Rogers” ware in a manner, 
which by the decree the defendant was enjoined from employing, 
to “urge” them to use defendant’s name in their advertising. 

The contempt order adjudged that the foregoing acts had re- 
sulted in damage to the complainant and directed a reference to 
ascertain the amount. 

The defendant filed a petition in the District Court to have the 
complainant adjudged in contempt: (1) For instituting the suit 
against John G. Myers & Company in violation of the injunction 
issued against the complainant which we have set forth; (2) for 
issuing a press release regarding the suit against Myers; (3) for 
distributing italicized copies of the former opinion by the majority 
of this court. 

The District Court held that the complainant had not violated 
the injunction against it by reason of any of the foregoing acts and 
dismissed defendant’s petition to have complainant adjudged in 
contempt. 
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The defendant has appealed both from (a) the order adjudging 
it in contempt and from (b) the order dismissing its petition and 
declining to hold complainant in contempt. 

The first question we must decide is whether an appeal lies from 
either of the foregoing orders. The argument cannot prevail that, 
if one is not appealable, the other cannot be, because they are in- 
terrelated, for each order is based upon an independent proceeding 
and defendant’s petition was in no sense a counterclaim or counter 
petition that would give rise to any interdependence. 

The order adjudging the defendant in contempt and ordering a 
reference was plainly interlocutory and not final. Accordingly it is 
not appealable. McGourkey v. Toledo & Ohio C. Ry. Co., 146 
U. S. 536, 545, 18 S. Ct. 170, 36 L. Ed. 1079; Dainese v. Kendall, 
119 U.S. 53, 54, 7S. Ct. 65, 30 L. Ed. 305. It is no more appealable 
than an order adjudging a patent infringed and directing an ac- 
counting without granting an injunction would have been prior to 
the amendment of February 28, 1927, 44 Stat. 1261, 28 U.S. C. A. 
; 227a. The order here neither imposed a fine nor granted an at- 
tachment, nor directed the defendant to pay damages. While an 
order adjudging a party in contempt and directing an accounting 
was reviewed on appeal in American Foundry & Mfg. Co. v. Josam 
Mfg. Co., 79 F. (2d) 116 (C. C. A. 8), and City of Campbell, Mo. 
v. Arkansas-Missouri Power Co., 65 F. (2d) 425 (C. C. A. 8), the 
question whether the order was appealable was not discussed. The 
argument of appellant that the order was appealable because it 
modified an injunction cannot be sustained. It did no more than to 
interpret the prior injunction and to direct proceedings by way of 
a reference which might ultimately result in some direction to pay 
damages. We think that the appeal from the contempt order should 
be dismissed because it is not a final order. On the other hand, we 
hold that an appeal lies from the order dismissing defendant’s 
motion for contempt. Enoch Morgan’s Sons Co. v. Gibson (C. C. A.) 
122 F. 420. That order is final. 

We shall first deal with the order dismissing the petition of the 
defendant and declining to hold the complainant in contempt. The 
argument of the defendant is that the injunction directed against the 
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complainant concerned only advertising by the defendant and not 
advertising by its customers. We think that the construction ad- 
vocated by the defendant is required by the terms of the decree, and 
that the complainant was, therefore, violating the injunction against 
it when it brought the suit against John G. Myers & Co. and claimed 
therein that Myers could not use “Rogers” simpliciter. There is 
nothing in the decree requiring the defendant to do more than in 
good faith to notify its customers that they must not use “Rogers” 
simpliciter, and this we think they have done. It does not require 
it to cease making sales to customers who do not obey the “must” 
notices. Nevertheless, the defendant can have no damage for the 
technical contempt, because it cannot prove that it is a loss to it 
for the complainant to prevent the defendant’s customers from doing 
that which the defendant was directed to tell them they must not do. 
Morever, the defendant can have no cause of action for civil contempt 
when it cannot recover damages and—because of its own contempt 


in encouraging Myers to disregard the “‘must’’ notice by paying for 
A - a A 


the defense of the suit—comes into court as a disobedient suppliant. 


The second charge of contempt against complainant based on the 
circulation of the press release, so far as the release referred to the 
Myers’ litigation, stands in the same position as the institution of 
the Myers suit. The defendant can have no valid claim to damages 
or right to have the complainant held in contempt for the same reason 
as in case of the first charge. The charge of contempt based on the 
circulation of the prior opinion of this court is entirely without 
merit. 

Although, for the reason already stated, the defendant cannot 
appeal from the decree adjudging the defendant in contempt, yet we 
have the pertinent facts which would determine the merits of an 
appeal from a final order before us, and accordingly think we 
should set forth our views about the existing situation before the 
complainant embarks upon a possibly long and expensive proceed- 
ing before the master which, in our opinion, will necessarily be 
fruitless. 

We agree with the court below that the defendant was guilty of 
contempt in furnishing counsel to Myers and in agreeing to pay the 
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expenses of the latter in defending the suit brought against it. Such 
conduct of the defendant, whatever may have been the independent 


right of Myers to use “Rogers” simpliciter, cancels the effect of the 
warning and renders the “must’’ notice ineffectual. It is much as 
though the defendant upon sending out the “must’’ notice to its 
customers at the same time told them not to bother about it. We do 
not, however, agree with the District Court that the defendant was 
guilty of contempt in distributing Exhibit M—1 to the dealers with 
the statement “make whatever changes are necessary.” ‘The dealers 
had been given the “must”’ notices and suggested forms for advertis- 
ing which indicated that the goods were to be advertised as ““Rogers’”’ 
ware manufactured by Oneida, Limited, and not as “Rogers” 
simpliciter. The word “change” used upon the form M—1, when 
reasonably interpreted, related only to changes that were not in 
disregard of the limited use of the word “Rogers”’ specified. Nor 
do we think that the letters which “urge” the dealers who advertised 
the goods as “Rogers” simpliciter qualified, or were intended to 
qualify, the effect of the “‘must’’ notices. In other words, it seems 
to us that the only contempt of the defendant was in assisting in the 
defense of the suit against Myers and in thereby encouraging un- 
limited advertising of defendant’s wares as “Rogers’’ simpliciter. 
But we hold that the complainant can recover no damages and is 
entitled to no relief against this civil contempt because its only effect 
was to obstruct complainant in a suit which it was enjoined from 
bringing. Consequently, for complainant to proceed with a refer- 
ence which can have no result favorable to itself is plainly futile. 
The result of the foregoing analysis of the rights of the parties 
is plainly unsatisfactory because the form of the injunctive provision 
against the complainant is such as to prevent it from having any 
control over the ultimate advertising of defendant’s goods as 
“Rogers” simpliciter. If the trade realizes that there is nothing to 
check dealers in the use of “Rogers”’ simpliciter, the defendant will 
get the same advantage it would have if it could itself advertise its 
silver as “Rogers” simpliciter without indicating that the goods were 
manufactured by the defendant, and perhaps will secure an even 


greater benefit. While, therefore, we have no intention of opening 
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this litigation generally by allowing the complainant to file a supple- 
mental bill in the broad terms proposed, we think it proper to give 
the complainant leave to file a supplemental bill in the District 
Court for the purpose of requiring the defendant to cease selling 
its goods to any customer who persistently disregards the notice that 
its ware must not be sold or represented as “Rogers” ware except 
as ‘“Rogers’’ ware manufactured by the defendant. 

The appeal from the order adjudging the defendant in contempt 
is dismissed. The appeal from the order adjudging the complainant 
not in contempt is affirmed, not because the latter was justified in 


bringing the suit against Myers, but because the defendant has 


suffered no damages and has itself been guilty of contempt in agree- 
ing to pay the expenses of John G. Myers & Co. in defending the 
suit against it and in thereby encouraging a customer to disregard 
the “must” notice. The petition for leave to file a supplemental bill 
is denied, except that complainant is given leave to file a supplemen- 


tal bill for the purpose of requiring the defendant to cease selling its 


goods to any customer where such customer persistently disregards 
the notice that its ware must not be sold or represented as “Rogers” 
ware simpliciter, but only as “Rogers’’ ware manufactured by the 
defendant. 


No costs are awarded to either party upon this appeal. 


On Application for Rehearing 
Before L. Hanno, Swan and Aveustus N. Hann, Circuit Judges. 


Per Curiam: By allowing the filing of a supplemental bill 
for the purpose of “requiring the defendant to cease selling its 
goods to any customer who persistently disregards the notice that 
its wares must not be sold or represented as ‘Rogers’ ware except 
as ‘Rogers’ ware manufactured by the defendant” we have not 
intended to sanction a supplemental bill that is based on any trivial 
matters, or to permit litigation in cases where the defendant has 
acted reasonably in seeing that the advertising of its customers is 
such as to conform to the “must” notices. We add that a customer 


“who persistently disregards the notice’’ is only a customer who has 
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disregarded it more than once and who, after the plaintiff has in- 


formed the defendant of the customer’s repeated disregard of the 
notice, again disregards the defendant’s warning. 

The mandate should be amended so as to conform to the fore- 
going. 

Motion for rehearing denied. 


L. Hann, C. J. (dissenting): I think that it was an error for 
us to allow the filing of any supplemental complaint and that that 


part of our mandate should be deleted. 





WeEstTERN Auto SupPpty Co. v. Knox; SAME v. KENYON, ET AL. 
United States Circuit Court of Appeals, Tenth Circuit 
’ 
December 31, 1937 


Unrarr Competition—Corporate NAMES AND ‘'TRADE-NAMES—PROPERTY 
Ricurts. 

It is well settled that a corporate name or a trade-name used in 
connection with a business may become a valuable asset and that, in 
such cases, it partakes of the nature of a property right which equity 
will protect by enjoining a newcomer in the field from using a name 
so similar to that of the first user as to confuse the identity of the two. 

Unrarm Competirion—‘WesterN Auto Suprry Company” anp “WeEst- 
ERN Auto SatvacGeE Company’”—ConFLicTINnG NAMES. 

Plaintiff had since 1914 been using its corporate name “Western 
Auto Supply Company” in the business of selling automobile acces- 
sories and supplies, having expended more than seven million dollars 
in nation-wide advertising and doing business under said name in 
twenty-eight different states. Held that the name “Western Auto 
Supply Company” had acquired a secondary meaning as signifying ex- 
clusively plaintiff's business, and the use by defendant of the name 
“Western Auto Salvage Company” in a competing business, held un- 
fair competition and was enjoined. 


In equity. Separate actions for unfair competition. From a 


decree of dismissal in each case, plaintiff appeals. Reversed and 


remanded with directions. 


Bower Broaddus, of Muskogee, Okla. (McAllister, Humphrey, 
Pew & Broaddus, of Kansas City, Mo.), Simons, McKnight, 
Simons, Mitchell & McKnight, of Enid, Okla., and Broaddus 
§ Fite, of Muskogee, Okla., on the brief, for appellants. 
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G. McKeever, of Enid, Okla. (McKeever, Stewart & Me- 
Keever, of Enid, Okla., on the brief), for appellee Charles E. 
Knox. 

I. Richardson, of Lawton, Okla. (Richardson & Cline, of 
Lawton, Okla., on the brief), for appellees Jack and Glen 
Kenyon. 


Before Brarron and Wituiams, Circuit Judges, and Symes, 
District Judge. 


Brarron, C. J.: Western Auto Supply Company, a corporation 
organized under the laws of the state of Missouri, is plaintiff in these 
two cases of unfair trade practices. The defendants are different, 
but the cases are so similar that disposition may be made of them 


in one opinion. 


It is alleged in the bill in the first case that in 1909 George Pep- 


perdine organized Western Auto Supply Company as an _ unin- 


corporated company at Kansas City, and, using that trade-name, 
conducted the business of furnishing supplies and accessories for 
all makes of automobiles; that in 1914 Pepperdine and others caused 
plaintiff to be incorporated; that plaintiff thereupon took over the 
name and good-will of the unincorporated company and ever since 
has engaged in the business of furnishing tires, supplies, and acces- 
sories for all makes of automobiles; that it operates 173 stores 
located in twenty-eight different states; that three of such stores are 
in Oklahoma, the first having been opened in Tulsa in 1925, the 
second in Oklahoma City in 1934, and the third in Tulsa during the 
same year; that, in addition to its corporate name, it uses the trade- 
name Western Auto Stores at all of such stores; that at the time 
such corporate name and trade-name were adopted there was no 
identical or similar name in use by any other company or individual 
engaged in that kind of business; that plaintiff has expended more 
than seven million dollars in nation-wide advertising in catalogues 
and newspapers, and has become well known under such corporate 
name and trade-name; that it is one of the largest exclusive dis- 
tributors of automobile accessories and supplies in the United 


States; that it has developed a large line of special brands of 
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merchandise, such as tires, tubes, batteries, oils, radios, and other 
items, all of which bear its copyrighted and registered trade-mark 
and the company’s name; that from 1912 to 1914 the unincor- 
porated company mailed catalogues of its wares to prospective pur- 
chasers throughout the state of Oklahoma, and from 1914 to 1935 
plaintiff continued the practice which resulted in a successful mail 
order business in that state with large profits; that, by reason of 
their long continued, and wide use, the corporate name and trade- 
name of plaintiff signify and indicate to the public throughout the 
United States and in the State of Oklahoma that the goods offered 
and sold are those manufactured and sold by plaintiff, and have 
that excellence of quality which conforms to the reputation of 
plaintiff for furnishing merchandise of superior grade; that under 
its rule of business purchases made at one store will be made good 
or the money refunded at any other store, which is widely under- 
stood by tourists; that in the year 1933 defendant Charles E. Knox 
established a store in Enid, Okla., under the name Western Auto 
Salvage Company, and is conducting the business of furnishing 
automobile accessories, tires, radios, and other supplies within 
that city and adjacent territory; that he subsequently opened other 
like stores in Perry, Kingfisher, Woodward, Ponca City, and Black- 
well, all in that state; that, in addition, he uses trucks from which 
such merchandise is sold under such trade-name that he handles, 
sells, and vends a grade of merchandise which is inferior to that 
furnished by plaintiff, including secondhand wares; that the trade- 


name of defendant is deceptively similar to the corporate name 


and trade-name of plaintiff; that by reason of such similarity great 


confusion is caused to the public and to the customers and patrons 
of plaintiff concerning the identity and quality of merchandise 
furnished by plaintiff; that, in consequence of such confusion, 
numerous persons have repeatedly called upon plaintiff to replace 
merchandise furnished by defendant, believing that it had been 
sold at stores of plaintiff, and that the purchasers were entitled 
to receive replacement under the general policy of plaintiff that 


its customers be satisfied or the money refunded; that the trade- 
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name and good-will of plaintiff in the state of Oklahoma is valu- 


able; and that the acts of defendant have damaged plaintiff. 


The bill in the second case contains substantially identical 
allegations with two exceptions. It is charged that in 1935 de- 
fendants Jack Kenyon and Glen Kenyon established a store at 
Anadarko, Okla., under the name Western Auto Parts Company 


and are conducting the business of furnishing automobile acces- 
sories, tires, radios, and other supplies within the city and through- 
out the adjacent trade territory; that thereafter they opened like 
stores in Lindsey, Frederick, Hollis, Lawton, and Healdton, all 
in that state; and that, in addition, they are using trucks from 
which such merchandise is furnished. It is not charged that they 
sell secondhand or any other inferior grade of merchandise. 

Separate motions to dismiss in the nature of demurrers were 
lodged against the bills. The court sustained the motions; plain- 
tiff declined to plead further; and decrees of dismissal were en- 
tered. 

It is well settled in the law of unfair competition that a cor- 
porate name or trade-name used in connection with the business 
to which it relates may become an asset of great value; that, when 
it does, it partakes of the nature of a property right; and that 
equity will enjoin a newcomer in the field from the appropriation 
and use of a trade-name which bears sufficient resemblance to 
that of the pioneer as to be likely to produce uncertainty and con- 
fusion of identity with resulting injury to the business of the 
senior. American Steel Foundries v. Robertson, 269 U. S. 372, 
16S. Ct. 160, 70 L. Ed. 317 [13 T.-M. Rep. 289]; Standard Oil 
Co. of New Mezaico v. Standard Oil Co. of California, 10 Cir., 
56 F. (2d) 973 [22 T.-M. Rep. 363]; United States Ozone Co. v. 
United States Ozone Co., 7 Cir., 62 F. (2d) 881; Iowa Auto 
Market v. Auto Market & Eachange, 197 Iowa 420, 197 N. W. 
321; Daughters of Isabella No. 1 v. National Order of Daughters 
of Isabella, 83 Conn. 679, 78 A. 333, Ann. Cas. 1912A, 822. 

Confined to their primary meaning, geographical words and 
words which are merely descriptive of the merchandise are not 


capable of exclusive appropriation. But, where words of that 
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character have been used so long and so exclusively by a trader or 
distributor with reference to his merchandise that they are gen- 


erally understood to mean and denote such merchandise, they ac- 


quire a secondary meaning quite apart from their primary signifi- 
cance and he may restrain their perfidious use by another if it 
causes deceit and injures his business. Elgin National Watch 
Co. v. Illinois Watch Case Co., 179 U. S. 665, 21 S. Ct. 270, 45 
L. Ed. 365; Hygrade Food Products Corp. v. H. D. Lee Mer- 
cantile Co., 10 Cir., 46 F. (2d) 771 [21 T.-M. Rep. 73]; R. H. 
Macy & Co. v. Colorado Clothing Mfg. Co., 10 Cir., 68 F. (2d) 690 
[24 T.-M. Rep. 43]; Computing Scale Co. v. Standard Computing 
Scale Co., 6 Cir., 118 F. 965; British-American Tobacco Co. v. 
British-American Cigar Stores Co., 2 Cir., 211 F. 933, Ann. Cas. 
1915B, 363 [4 T.-M. Rep. 293]; Standard Paint Co. v. Rubberoid 
Roofing Co., 7 Cir., 224 F. 695 [5 T.-M. Rep. 207]; Trappey v. 
Mcllhenny Co., 5 Cir., 281 F. 23 [12 T.-M. Rep. 179]; Phillips 
v. Governor & Co., 9 Cir., 79 F. (2d) 971 [25 T.-M. Rep. 635] 
National Biscuit Co. v. Kellogg Co., 3 Cir., 91 F. (2d) 150; Iowa 
Auto Market v. Auto Market & Exchange, supra. 

The motions to dismiss admitted all matters well pleaded in the 
bills. It is pleaded that plaintiff has used its corporate name and 
trade-name since 1914; that for five years prior to that time the 
unincorporated predecessor engaged in business under the trade- 
name which became the corporate name; that, at the time such 
names were adopted and placed in use, no other company or in- 
dividual engaged in that kind of business was using the identical 
or a similar name; that plaintiff has expended more than seven 
million dollars in nation-wide advertising; that it is engaged in 
business in twenty-eight different states and operates 173 stores; 
that throughout that period the corporate name and trade-name 
have acquired a secondary meaning to the public as signifying the 
high grade merchandise vended by plaintiff; that the respective 
names adopted by defendants are deceptively similar to that of 
plaintiff; and that such similarity has caused confusion and un- 
certainty in identity on the part of the public, from which plain 


tiff suffers and will continue to suffer. The trade-name Western 
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Auto Salvage Company in one instance and Western Auto Parts 
Company in the other bear resemblance to the corporate trade-name 
of plaintiff. In each instance, three of the words out of four are 
identical. They are “Western,” “Auto,” and “Company.” As to 
the fourth, instead of the word “Supply” in the name of plaintiff, 
“Salvage” is used in one instance and “Parts” in the other; and, 
standing alone, the word “Salvage” has a different meaning from 
the word “Supply.” But that difference must be considered in 


connection with the identity in the other three words. ‘The resem- 


blance is sufficient that confusion and uncertainty are reasonably 


conceivable. It cannot be said as a matter of law that the dis- 
similarity is broad enough as to be inconceivable that a person in 
the exercise of ordinary care and discrimination in purchasing 
merchandise vended by defendants would be deceived into the 
belief that it was merchandise of plaintiff.. In other words, it 
cannot be said as a matter of law that the allegation of deceptive 
similarity causing confusion and uncertainty is without basis of 
fact. 

Argument is advanced that the decrees should be upheld be- 
cause the parties are not direct competitors. Neither defendant 
operates a store in Tulsa or Oklahoma City, and the defendant in 
the first case deals in part in secondhand merchandise while plain- 
tiff vends only new merchandise. But both defendants conduct 
their business in closely connected towns in Oklahoma; they draw 
trade from territory not remote from the stores of plaintiff and 
from territory included in the mail order system of plaintiff; and 
the secondhand merchandise consists of accessories and parts for 
all makes of automobiles. The right to restrain a junior in the 
field is not confined to cases of actual market competition between 
identical products. It extends to a case in which one trader 
represents his products as those of another. A merchant has a 
sufficient economic interest in his trade-name to restrain another 
from exploiting it in the sale of his merchandise, even though the 
two are not engaged in the manufacture or distribution of the 
identical or like products. Standard Oil Co. of New Mexico v. 


Standard Oil Co. of California, supra; Yale Electric Corp. v. 
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Robertson, 2 Cir., 26 F. (2d) 972 [18 T.-M. Rep. 321]; Wisconsin 
Electric Co. v. Dumore Co., 6 Cir., 35 F. (2d) 555 [19 T.-M. Rep. 
496]; Horlick’s Malted Milk Corp. v. Horluck’s, Inc., 9 Cir., 59 
(2d) 13 [22 T.-M. Rep. 319]; Phillips v. Governor § Co., 
supra; Colorado Nat. Co. v. Colorado Nat. Bank, 95 Colo. 386, 
36 P. (2d) 454 [24 T.-M. Rep. 561]; Churchill Downs Distilling 
Co. v. Churchill Downs, Inc., 262 Ky. 567, 90 S. W. (2d) 1041 
[29 T.-M. Rep. 209]. The facts alleged in the bills and admitted 
by the motions bring the cases well within the rule enunciated in 


these authorities. 








The decrees are severally reversed and the causes remanded, 
with direction to deny the motions to dismiss the bills. 


U-Drive-Ir Co. v. Wrigut & Taytor 
(110 S. W. [2d] 249) 


Kentucky Court of Appeals 


Unrarr Competitrion—*‘U-Drive-Ir Company” ann “Francis You 
GaraGce”—Corporate NamME—MIsLEADING USE. 

Where, after plaintiff and its predecessors had adopted and used 
since March 1, 1929, the expression “U-Drive-It” as part of their cor- 
porate title and had, through wide use and superior service, given to 
such name a secondary meaning as identifying their company exclu- 
sively, the use by defendants on and after January 1, 1936 of the 
words “Francis You Driveit Garage” as the name of a competing 
business, held unfair competition, and the judgment of the lower court 
dismissing the complaint was reversed. 


DriveirT 


In equity. Action for unfair competition in the wrongful use 


of corporate name. From a decision of the lower court dismissing 


the complaint, plaintiff appeals. Reversed. 










Woodward, Dawson & Hobson, Franklin P. Hayes, and H. H. 
Roth, all of Louisville, Ky., for appellant. 
Allen P. Dodd, Sr., of Louisville, Ky., for appellee. 


Staniey, Comm.: The case is one of unfair competition. We 


give the essential allegations of the appellant’s petition as amended, 
which was dismissed upon a failure to plead further after a 





demurrer was sustained to it. 
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The plaintiff is an Ohio corporation, and since November 1, 
1935, has been continuously engaged in the city of Louisville in 
the business of renting automobiles to be driven by persons hiring 
them. It has built up a valuable and profitable business, and 
used its corporate name, “The U-Drive-It Company,” in adver- 


tising and dealing with the public. Its name is a valuable asset, 


developed by the spending of large sums of money in establishing a 


good-will. The public has come to and does associate the name 
“The U-Drive-It Company,” with the plaintiff's business, and it 
is so recognized in the community. On March 1, 1929, another 
corporation was created under the laws of Kentucky by the name of 
“U-Drive-It Company, Incorporated,’ which engaged in the 
same business until October 29, 1935. During that period it built 
up a valuable and profitable business, always using the name “U- 
Drive-It Company.” On that date the Kentucky corporation sold 
its assets to the plaintiff, assigning and transferring the right to 
use the name “U-Drive-It,”’ and agreed to and did dissolve and 
cancel its corporate name. The good-will and the association which 
the public had made of the term “U-Drive-It” with that company 
was carried over to the plaintiff, and since November 1, 1935, 
has been associated with its business. From March 1, 1929, until 
January 1, 1936, when the defendant began its operations, no 
other business conducted in Louisville or vicinity used the name 
“U-Drive-It,” or any term having the same sound. 

The defendant, Wright & Taylor, is a Kentucky corporation. 
Since about January 1, 1936, it has been engaged in the business 
of renting automobiles to be driven by the persons hiring them. 
On or about March 30, 1937, the defendant filed in the office of the 
clerk of the Jefferson county court notices that it was the owner of 
“Francis You Driveit Garage” and “You Driveit Francis Garage.”’ 
The defendant is now conducting its business under the name of 
“Francis You Driveit Garage” and “You Driveit Francis Garage,” 
and maintains a sign on its place of business, ““You-Drive-It Com- 
pany.” The sign and names under which the defendant is operat- 
ing are confusing to the public, and have led the public to believe 


that the plaintiff is conducting the business being operated by the 
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defendant. The defendant «also maintains .a sign on its garage, 
“Branches in Principal Cities,’ when in fact it has never had and 
now has no other business in any other city similar to its business 
in Louisville. The “U-Drive-It Company, Inc.,” did have branches 
in cities other than Louisville, and the plaintiff for many years has 
operated branches in other cities. It is alleged that the main- 
tenance of this sign has been intended by the defendant to deceive 
the public into believing that the plaintiff is engaged in the business 
operated by the defendant; that the same is calculated to deceive 
the public, and has caused the public to patronize the defendant 
under such belief. 

The petition asks an injunction against the defendant enjoining 
it from using the name “Francis You Driveit Garage” and “You 
Driveit Francis Garage’’ in connection with the business in rent- 
ing automobiles; from advertising its business under those names; 
and from maintaining any signs upon its premises under the 
phrase “U-Drive-It” therein. By an amended petition it asked an 
injunction against the defendant using signs containing the words 
in effect of “Branches in Principal Cities,’ and an accounting and 
judgment for all the defendant’s net profts made in connection with 
the term “U-Drive-It.” 

The appellant submits that its petition states a cause of action, 
arguing that it pleads the defendant is engaged in unfair com- 
petition; that it has intended to deceive the public and has done so; 
that the phrase “U-Drive-It” is such as to constitute a valid trade- 
mark, but in any event it has acquired a secondary meaning in 
connection with its business in Louisville. 

From the slowly developed recognition of a symbol or design 
as an exclusive trade-mark, there came in 1867 what seems to be 
the first legal recognition of an exclusive right in a coined word as 
a distinctive trade-name (“Cocaine”’ as a hair tonic). Burnett 
v. Phalon, 42 N. Y. (3 Keyes) 594. The courts reluctantly but 
eventually recognized that the requirements of commerce and 
modern trade demanded protection of word emblems. “Trade- 
Mark Protection and Unfair Trading,” Derenberg, pages 28 et seq. 


The present day specific law of unfair competition, at least in 
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certain aspects, is of recent origin, generally regarded as having 
developed at the beginning of the twentieth century. It “is the 
natural evolution of the law of the trade-mark out of which it has 
grown.” Coty, Inc. 'v. Parfums de Grand Lure (C. C. A.) 298 
F. 865, 878 [14 T.-M. Rep. 185]. Peculiarly, as the Supreme 
Court has stated, the law of trade-marks was a part of the broader 


law of unfair competition since there was no property right in a 


trade-mark except as a right appurtenant to an established business 
or trade. United Drug Company v. Rectanus, 248 U. S. 90, 39 
S. Ct. 48, 63 L. Ed. 141 [9 T.-M. Rep. 1]. Cf. Stratton § 
Terstegge Company v. Stiglitz Furnace Company, 258 Ky. 678, 
81 S. W. (2d) [25 T.-M. Rep. 459]. The modern application of 


this broad principle of business integrity and common justice in 


protecting business reputation was at first by way of analogy to 
trade-mark law. By this time it has become almost a separate 
branch of the law, requiring special consideration, although closely 
interrelated with trade-marks. See Churchill Downs Distilling 
Company v. Churchill Downs, Inc., 262 Ky. 567, 90 S. W. (2d) 
1041 [29 T.-M. Rep. 209]; G. W. Cole Company v. American 
Cement & Oil Company, 130 F. 703 (C. C. A. 7th). In the rela- 
tionship of the case at bar, the following definition adopted in 
Newport Sand Bank Company v. Monarch Sand Mining Com- 
pany, 144 Ky. 7, 137 S. W. 784, 34 L. R. A. (N. S.) 1040, and in 
Crutcher & Starks v. Starks, 161 Ky. 690, 171 S. W. 433, 435 
[5 T.-M. Rep. 26], is appropriate: 

Unfair competition may be defined as passing off, or attempting to 
pass off, upon the public the goods or business of one man as being the 
goods or business of another. Any conduct tending to produce this 
effect constitutes unfair competition and may be enjoined. The means 
employed are wholly immaterial. 

The law of unfair competition is most active. Equity is quick 
to prevent misrepresentation or fraud which tends to give to one 
party an adyantage over a competitor by imitating or simulating 
his peculiar distinctive designation so as to deceive the public. 


Speaking of the appropriation of another’s name, it is said in 
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Aunt Jemima Mills Company v. Rigney §& Co. (C. C. A.) 247 F. 
407, 410, L. R. A. 1918C, 1089 [8 T.-M. Rep. 163]: 

This is a wrong which equity will enjoin without reference to the 
character of the article, or to the question of competition or of prior 


occupation of the market in any particular territory. No one has a right 
to apply another’s name to his own goods. 


In Schechter Poultry Corp. v. United States, 295 U. S. 495, 

55 S. Ct. 837, 844, 79 L. Ed. 1570, 97 A. L. R. 947, Chief Justice 
Hughes accepts this modern idea as established, saying: “ ‘Unfair 
competition, as known to the common law, is a limited concept. 
Primarily, and strictly, it relates to the palming off of one’s goods 
as those of a rival trader. . .. In recent years, its scope has been 
extended. It has been held to apply to misappropriation as well as 
misrepresentation, to the selling of another’s goods as one’s own 
—to misappropriation of what equitably belongs to a competitor. 
International News Service v. Associated Press, 248 U. S. 215, 
241, 242, 39 S. Ct. 68, 68 L. Ed. 211, 221, 2 A. L. R. 298 [8 
T.-M. Rep. 37]. Unfairness in competition has been predicated 
of acts which lie outside the ordinary course of business and are 
tainted by fraud or coercion or conduct otherwise prohibited by 
law.” 

We have thus come a long way from the formative cases in 
England and America. Still farther removed from old conceptions 
are some of the recent acts of Congress, and an act of the General 
Assembly of Kentucky, of 1936 (chapter 109), denouncing cer- 
tain trade practices as unfair and illegal. Section 4748h-1 et seq., 
Kentucky Statutes. So we may well heed Mr. Justice Holmes’ 
admonition against relying too implicity on “whatever generality 
of expression there may have been in the earlier cases.” L. E. 
Waterman Company v. Modern Pen Company, 235 U. S. 88, 94, 
35 S. Ct. 91, 92, 59 L. Ed. 142 [5 T.-M. Rep. 1]. This modern 
concept or policy in respect of regulating trade competition sug- 
gests that any act smacking of unfair competitive methods should 
be viewed with a critical and suspicious eye. 

The case at bar, as presented by the petition, is strictly one of 
unfair competition, since it involves actually competitive enter- 
prises. It affords natural grounds for deception of the public and 
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a more ready acceptance of the charge that another’s pupose has 
been to take advantage of the reputation that one has built up 
for his adopted name or catchphrase to his injury. This character 
of case received much earlier recognition for the intervention of 
equity than a case where two parties were engaged in a different 
business or were not in active competition and one was merely tak- 
ing the advantage of the other's popularity built upon its name. 
The recent case of Churchill Downs Distilling Company v. 
Churchill Downs, Inc., supra, is not only typical of the latter class, 
but is an advance along the line. The unfair conduct charged in 
the petition also is closer related to the more stringent trade-mark 
law, since it involves the use of a coined phrase or combination of a 
letter and words as a designation or trade-name, in order, as it is 
alleged, that the defendant might pass off for the plaintiff. 


Though difficulty is often encountered in the allocation, a sharp 


legal distinction has always been drawn between a word or phrase 


that is generic or descriptive and one that is suggestive only. The 
former is left free for public use and excluded by federal statute 
(15 U.S. C. A. § 85) from registration as a trade-mark and by the 
common law from exclusive appropriation. Nims, Unfair Competi- 
tion and Trade-Marks, 524, 549, 630; Derenberg, Trade-Mark 
Protection and Unfair Trading, 257, 269; Barton v. Rea-Oil 
Company (C. C. A. 3) 2 F. (2d) 402, 40 A. L. R. 424 [14 T.-M. 
Rep. 455]. The term “Drive it Yourself’’ was held to be non- 
technical and descriptive of the business in Drive It Yourself Com- 
pany v. North, 148 Md. 609, 130 A. 57, 60, 43 A. L. R. 206 [16 
T.-M. Rep. 159] The court observed: ‘“‘Nor do we think that the 
use in some places of the phrase ‘U drive it’ to designate the same 
business destroys or affects the descriptive character of the phrase 
we are considering.” But in Saunders System Atlanta Company 
v. Drive It Yourself Company, 158 Ga. 1, 123 S. E. 132 [14 T.-M. 
Rep. 318] the court deemed it unnecessary to decide the point. 
The appellee contends that the phrase is general and not en- 
titled to exclusive appropriation. We have held as generic and 
descriptive the term “mutual deposit” in connection with an in- 
surance business (Industrial Mutual Deposit Company v. Central 
Mutual Deposit Company, 112 Ky. 937, 66 S. W. 1032, 23 Ky. 
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Law Rep. 2247), and also the term “Travelers Insurance.” 
Travelers’ Insurance Machine Company v. Travelers’ Insurance 
Company, 142 Ky. 523, 134 S. W. 877; Id., 143 Ky. 216, 136 
S. W. 154 [1 T.-M. Rep. 236]. The present designation “U- 
Drive-It” is different in that it is a fanciful, arbitrarily coined 
phrase. But it seems unnecessary for the decision of this case 
to determine whether it is to be classified as suggestive, and there- 
fore available as an exclusive trade-name, or as only descriptive or 
indicative of the character of business. We may proceed to the 
determination of the case upon the hypothesis that it is the latter, 
hence free for public use generally. However, in that connection 
sight must not be lost of the fact that this phrase is at the same time 
the principal part of the corporate name of the plaintiff in Ken- 
tucky, and is also claimed by purchase from the dissolved Kentucky 
corporation. The right to protection of a corporate name from as- 
sumption by another is generally recognized, even though there 
is only similarity and not identity. 7 R. C. L. 134; 26 R. C. L. 
860; Saunders System Atlanta Company, Inc. v. Drive It Your- 
self Company, supra; Drive It Yourself Company v. North, 
supra; annotations, 66 A. L. R. 948. But we likewise avoid as 
unnecessary a definite commitment on this point. 

Our attention is concentrated on whether this term “U-Drive- 
It” acquired a secondary significance in Louisville and has indi- 
cated the plaintiff’s business alone, which we think embraces the 
right of succession to the Kentucky corporation. The control of 
equity over words and marks used in trade is not defined or limited 
by their nature, but by the use which the public makes of them. 
Nims, § 36. So there seems to be little if any difference in the 
right to protection of a suggestive and of a descriptive name if the 
latter has acquired a secondary significance. 

There are many definitions of “secondary meaning’”’; an expres- 
sion as often said, not happily chosen for this new meaning is 
primary rather than secondary. Derenberg, 326. The following 
comprehensive definition in 26 R. C. L. 886 is sufficient: 


Even though a word or combination of words is incapable of becoming 
a valid trade-mark, yet if it has by a sufficiently long and exclusive use 
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acquired such a secondary meaning as to indicate in the trade that the goods 
to which it is applied are made by a particular manufacturer or are put on 
the market by a particular vendor, its use by another on similar goods in 
such a way as to be likely to deceive purchasers will be restrained as un- 
fair competition; and its use even in its primary meaning will be so limited 
as to prevent the working of a probable deception by passing off the goods 
of one maker as those of another. 


See, also Nims, § 37; Derenberg, 326, 347; G. & C. Merriam 
Company v. Saalfield, 198 F. 369 (C. C. A. 6th) [7 T.-M. Rep. 
110]. “Secondary meaning is association, nothing more. It exists 
only in the minds of those of the public who have seen or known or 
have heard of a brand of goods by some name or sign and have 
associated the two in their minds.’ Nims, § 37. 


The cases applying the rule are many. 


In Newport Sand Bank Company v. Monarch Sand Mining 


Company, supra, the plaintiff, whose business was located at New- 
port, Ky., for a number of years, had designated the sand which i 
mined and sold by the name of “Newport” with different grades 
of sand indicated by numerals. The defendant began using the 
same trade-name and numerals. It was held that, while the plain- 
tiff could have no exclusive right to the geographical name of New- 
port, or the use of numbers, yet such combination had acquired a 
secondary meaning, and the petition was held to state a cause of 
action. See, also, Parkland Hills Blue Lick Water Company v. 
Hawkins, 95 Ky. 502, 26 S. W. 389, 16 Ky. Law Rep., 210, 44 
Am. St. Rep. 254; Northcutt v. Turney, 101 Ky. 314, 41 S. W. 21, 
19 Ky. Law Rep. 483. 

The “‘secondary meaning’ of a trade-name or mark may be 
localized. Nims, § 38. A newcomer in the field has no right to 
use another's distinctive trade-name or designation which, though 
it be unavailable for exclusive use, has become locally associated 
with an established business and its use would result in filching or 
infringing upon his neighboring competitor’s good-will; nor may he 
thereby commit a fraud upon him by leading the public to believe, 
not that he is his neighbor’s keeper, but is the neighbor himself. 


Time is not the exclusive standard in determining whether or not a 
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secondary meaning has been acquired. Barton v. Rea-Oil Com- 
pany, supra. 

Thus, in United Drug Company v. Rectanus, supra, a druggist 
named Rectanus, who was familiarly known as “Rex,” sold a 
medicinal preparation in Louisville for many years under the name 
of “Rex.” Some years before he began, Ellen M. Regis in Massa- 
chusetts had used the word “Rex,” derived from her surname, in 
connection with a different medicinal preparation. It was sub- 
sequently registered in Massachusetts as a trade-mark, but her 
product had not been sold in Louisville. When her successor in 
business, a corporation, entered the Louisville market, the Supreme 
Court held that the corporation which had succeeded Rectanus, 


viz., Theodore Rectanus Company, could not be enjoined from 


using the word “Rex” upon the ground of unfair competition. Cf. 
Metcalfe v. Brand, 86 Ky. 331, 5 


S. W. 773, 9 Ky. Law Rep. 801, 
9 Am. St. Rep. 282. 


In Saunders System Atlanta Company v. Drive It Yourself 
Company, supra, it was held the phrase “Drive It Yourself,’ used 
by the appellee in conducting its business in Atlanta, had become 
associated in the mind of the public and its customers so as to have 
a secondary meaning in that city. The appellant, who began using 
it locally about three years later, was enjoined from using the 


phrase as its act constituted unfair competition. 


The Maryland 
Case, Drive It Yourself v. North, supra, recognized the rule, but 


in applying it to the facts shown on a trial reached an opposite 
conclusion. 

We pass to the question whether the phrase used by the de- 
fendant as a trade-name, “You Drive-it” is an infringement upon 
the plaintiff’s trade-name of ‘U-Drive-It.” 

The United States Circuit Court in N. K. Fairbank Company 
v. Luckel, King & Cake Soap Company, 106 F. 498, said that while 
a trade-mark appeals to the eye, a trade-name appeals to the ear. 
Mr. Nims, as a motto for his book, adopted this striking statement 


from Florence Mfg. Co. v. J. C. Dowd & Co. (C. C. A.) 178 F. 
73, 75 [1 T.-M. Rep. 289]: 
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The law is not made for the protection of experts, but for the public 
that vast multitude which includes the ignorant, the unthinking and the 
credulous, who, in making purchases, do not stop to analyze, but are 
governed by appearances and general impressions. 

In our leading trade-mark case of Avery & Sons v. Meikle & 
Company, 81 Ky. 73, the court adopted this statement from a Mas- 
sachusettts opinion: “It is not necessary that the resemblance pro- 
duced should be such as would mislead an expert, or such as would 
not be easily detected if the original and the spurious were seen 
together. It is enough that such similitude exists as would lead 
an ordinary purchaser to suppose that he was buying the genuine 
article and not an imitation.” Lawrence Mfg. Co. v. Lowell 
Hosiery Mills, 129 Mass. 325, 37 Am. Rep. 362. 

An this from another case: 

Resemblance is a circumstance which is of primary importance for the 
court to consider; because if the court finds, as it does almost invariably 
find in such cases as this, that there is no reason for the resemblance ex- 


cept for the purpose of misleading, it will infer that the resemblance is 
adopted for the purpose of misleading. 


It is a question really of whether there is a tendency and proba- 
bility of deceiving at least a part of the public rather than there 
has been actual deception. Mayfield Milling Company v. Coving- 
ton Brothers & Company, 212 Ky. 262, 278 S. W. 562 [16 T.-M. 


“s = 


Rep. 242]. Many persons are incapable of discriminating speech 
and innumerable others act upon impressions and superficial ob- 
servation. 

A review of the authorities applying this general and broad rule 
of simulation, from which it may reasonably be concluded that 
there was confusion between plaintiff’s trade and corporate name 
and the defendant’s assumed fictitious trade or operative name, 
could be very extensive. We may note our own cases of Metcalfe 
v. Brand, supra; Bonnie & Company v. Bonnie Brothers, 160 Ky. 
487, 169 S. W. 871; and Crutcher & Starks v. Starks, supra. In 
the latter case, it was held that the trade-name “Starks-Company,” 
although intended only to identify a business with its location in 
the “Starks Building,’ was an infringement upon the name 


“Crutcher & Starks,” and its use had been properly enjoined. 
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We are of opinion that the petition states a cause of action, and 
the demurrer was erroneously sustained to it. 
Judgment reversed. 





Fe 





GREENEBAUM TANNING Company v. Respro, INc. 










United States Court of Customs and Patent Appeals 
Opposition No. 14,457 


February 28, 1938 








TrapE-M arks—Opposit1ion—“Tursta” 
A mark consisting of 





ano “Turpri’—ConFiictinc Marks. 
several continuous octagonal figures that 
mutually overlap so as to form a four-pointed star and a diamond- 
shaped outline enclosing the word “Tufdri,’ held to conflict with a 
mark consisting of the word “Tufsta,” the first mark being used on 
leather, the second on artificial leathers. 
TrapE-Marks—OppositioN—Errecr or D1IscLarMer. 
The fact that appellant disclaimed the word “Tufdri” apart from 
the mark as shown, held not to affect the issue. 















On appeal from a decision of the Commissioner of Patents, 
reversing a decision of the Examiner of Interferences dismissing 
a trade-mark opposition. Affirmed. 
sion, see 27 T.-M. Rep. 582. 







For the Commissioner’s deci- 


Lester L. Sargent, of Washington, D. C., for appellant. 
Charles D. Woodberry (Roberts, Cushman & Woodberry) and 
Arlon V. Cushman, all of Washington, D. C., for appellee. 





Garrett, P. J.: This is an appeal from a decision of the 


Commissioner of Patents sustaining an opposition by Respro, Inc., 













to an application by Greenebaum Tanning Company for the 


registration of a trade-mark. The decision of the Commissioner 


reversed the decision of the Examiner of Interferences who had 


dismissed the opposition and adjudged right of registration to 
the applicant. 


The Examiner of Interferences tersely stated the issue, together 
with descriptions of the opposing marks and of the goods of the 


respective parties, as follows: 


In the notice of opposition the confusion-in-trade clause of Section 5 is 


relied upon by the opposer as the sole ground for negativing the right of 
registration claimed by the applicant. 
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The opposer has pleaded ownership of three registrations granted prior 
to the earliest date of use to which the applicant is herein entitled, for 
the marks “Tufsta,” “Tufskin” and “Tuflex.” The stipulated testimony 
discloses that these marks are used upon artificial leather or leather sub- 
stitute sold in competition with genuine leather to manufacturers of 
boots and shoes, portfolios, wallets, and the like. 

The applicant’s mark comprises a rather fanciful design including a 
plurality of continuous octagonal figures which mutually overlap in such 
manner as to form a four-pointed star within the periphery of each of 
such figures. These overlapping portions of the adjacent figures each 
form a diamond-shaped outline wherein is imprinted the notation “Tufdri.” 
The word “Leather” is duplicated in each star of this design in the shape 
of a cross. A field of dots appearing in each diamond-shaped outline 
gives the effect of a circular background within the extremities of each 
star. The applicant has disclaimed the notations “Tufdri” and “Leather” 
apart from the mark, these notations being merely descriptive of the 
goods of the latter. These goods are described in the application herein 
involved as leather, which the evidence shows to be used exclusively for 
outer soles for shoes. 


In view of the simplicity of the issue of the case, we do not 
regard extensive discussion necessary. 
One of the contentions on the part of appellant relates to dif- 


ferences in the specific character of the goods. It is said that 


appellant’s goods are all leather, relatively heavy, and used only 


for leather soles, while the goods of appellee are artificial leather 
made of rubber and fabric and are not used for soles. 

Appellant’s application was amended a number of times before 
being passed to publication and does not appear in the record in 
its finally amended form, but, as best we can determine, it is not 
limited to use on sole leather, but might be applied to all leather. 
Furthermore, it appears from the stipulation as to testimony that 
artificial leathers, marketed by appellee under its “Tuflex’”’ mark, 
are used, some for “innersoles for shoes,” and others for “‘outer- 
soles for children’s and sport shoes, particularly bowler’s shoes.” 
Also, it appears from the stipulation that the type of leather 
marked “Tufsta” is used principally by manufacturers of boots 
and shoes in making various parts. Such parts are detailed and the 
stipulation states: “That in all of said uses opposer’s said 
artificial leather competes directly with leather.” 

Without further pursuing the differences and similarities of 
the respective goods, we content ourselves with pointing out that 


obviously they are of the same general class and possess the same 
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descriptive properties in the sense of the trade-mark registration 
act. 

It remains only necessary to compare the marks. For the pur- 
poses of making this comparison, the fact that appellant dis- 
claimed the words “Tufdri’” and “Leather” apart from the mark 
as shown does not affect the issue. As is pointed out in the 
decision of the Commissioner, this court, in the case of Tetley & 
Co., Inc. v. Bay State Fishing Co., 23 C. C. P. A. (Patents) 969, 
82 F. (2d) 299 [26 T.-M. Rep. 217], said: 

We come next to a consideration of the respective marks of the parties. 
These marks are “Budget Special” and “Tetley Budget Tea.” While the 
words “Special” in the one mark, and “Tea” in the other, are disclaimed, 
these words, of course, will appear in the mark as used, and the mark 
must be considered as a whole. 

See also California Cyanide Co. v. American Cyanamid Co., 17 
C. C. P. A. (Patents) 1198, 40 F. (2d) 1003 [20 T.-M. Rep. 447], 
and Trustees for Arch Preserver Shoe Patents v. James McCreery 
& Co., 18 C. C. P. A. (Patents) 1507, 49 F. (2d) 1068 [21 T.-M. 
Rep. 374]. 


So, the question here is, would the application of appellant’s 
composite mark to goods of the same descriptive properties as 
those to which appellee’s marks are applied “be likely to cause 
confusion or mistake in the mind of the public or to deceive pur- 


chasers’? 


We find ourselves in agreement with the view of the Commis- 
sioner expressed in the following terms: 


.... I think there is at least a reasonable probability that confusion 
in the mind of the public would result from their concurrent use on the 
goods of the parties. It is true that applicant’s mark is a composite one 
having certain design features in addition to the words “Tufdri’” and 
“Leather,” while opposer’s marks consist of the mere words “Tufsta,” 
“Tufskin” and “Tuflex;” but the design features cannot be spoken, and 
applicant’s product would necessarily be known to the trade as “Tufdri” 
leather. It is also true that the goods of the parties are not identical, but 
in view of their conjoint use in the manufacture of shoes I doubt that 
the slight difference in their specific properties is of material importance. 


In the briefs for the respective parties many cases are cited 
involving marks sometimes found dissimilar and others found 


similar. Unless there be a close relationship between the marks of 
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decided cases and marks at issue in the case being heard, it is 


seldom helpful to an opinion for the courts to make comparisons 


and point out distinctions of fact. 

In every case of contesting marks, the most helpful thing is 
to compare them, each with the other, and determine the question 
of likelihood of confusion (of course, under the rules of law, as to 
which authorities are always helpful) in view of the nature of the 
goods to which they are, or are proposed to be, applied. 

Distinction as to facts, either with respect to the marks or 
with respect to the goods, different from the distinctions here, 
we think, existed in all the cases cited by appellant, and those cases 
need not be reviewed. 

It is our view that the Commissioner of Patents correctly ap- 
plied the law to the facts of the instant case, and his decision is, 


therefore, affirmed. 


Lenroot, J., dissenting: I respectfully dissent from the con- 
clusion in this case and the reasoning upon which such conclusion is 
based. 

The Examiner held that the term “Tufdri’’ was descriptive of 
a quality of the goods to which it was applied. Before the mark 
was passed to publication he required appellant to disclaim the term 
apart from the mark shown, which was done. 

That the term “Tufdri,” applied to leather, is descriptive of the 
quality of leather, seems clear. This being so, I do not see how 
anyone could attach any importance to that portion of the mark as 
being in any way connected with the origin of the goods, and there- 
fore any purchaser would be compelled to rely upon the portion of 
the mark not disclaimed to indicate origin. 

I find nothing in the case of Tetley § Co., Inc. v. Bay State 
Fishing Co., 23 C. C. P. A. (Patents) 969, 82 F. (2d) 299, contrary 
to the views above expressed. 

Regarding the marks as a whole, I do not think there would be 
any confusing similarity, and therefore the decision of the Com- 


missioner of Patents should, in my judgment, be reversed. 
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James L. YounGHusBaND v. Kur tasH Company, Inc. 
United States Court of Customs and Patent Appeals 
Opposition No. 14,684 
February 7, 1938 


Trape-Marks—Opposirion—“SrarRLasuH” AND “KurLAsH” ON COSMETICS 
Non-ConFiictinG Marks. 

The word “Starlash,’ used as a trade-mark on eyelash and eye- 
brow mascara, held not to be confusingly similar to the word “Kurlash,” 
used as a trade-mark for eyelash curlers. 

Trape-Marks—Opposirion—Mascara AND EyeLasH CurLERS—Goops oF 
Same DescriprivE Properties. 

Mascara, a cosmetic used on eyelashes, held to possess the same 

descriptive properties as eyelash curlers. 


On appeal from decision of the Commissioner of Patents main- 
taining a trade-mark opposition. Reversed. For the Commissioner's 
decision, see 27 T.-M. Rep. 808. 


Paul Finckel, of Washington, D. C., and James R. McKnight, 
of Chicago, Ill., for appellant. 
Joseph J. Juhass, of New York City, for appellee. 


Lenroot, J.: This is an appeal from a decision of the Com- 


missioner of Patents sustaining an opposition filed by appellee to 
prevent the registration, under the Trade-Mark Act of February 


20, 1905, of appellant’s mark “Starlash,’ applied to eyelash and 


eyebrow mascara, for which registration he filed application on 
January 28, 1935. 

Appellee on May 1, 1935, filed notice of opposition to the 
registration of appel’ant’s mark, and alleged therein: prior use, 
ownership, and registration of the trade-mark “‘Kurlash,” applied 
to eyelash curlers, and the trade-mark ‘“‘Kurlash Tweezette,”’ for 
tweezers for removing hair; that the goods to which the respective 
marks are applied possess the same descriptive properties; that the 
marks of the respective parties are confusingly similar, and that 
opposer believed it would be damaged by the registration of appel- 
lant’s mark. 





J. L. YOUNGHUSBAND V. KURLASH CO., INC. 


Appellant answered said notice of opposition and, inter alia, 
denied that the goods of the parties possess the same descriptive 
properties, that the marks “Starlash” and ‘Kurlash” were con- 
fusingly similar, and that appellee would be damaged by the regis- 
tration of appellant’s mark. 

Both parties took testimony. It appears therefrom that appel- 
lee’s mark “‘Kurlash” is applied to an instrument for curling eye- 
lashes, while appellant’s mark is applied to mascara, a cosmetic 
used on eyelashes; it further appears that mascara and eyelash 
curlers are sold in the same stores and to the same class of people. 

The Examiner dismissed the notice of opposition and adjudged 
that appellant was entitled to the registration of the mark applied 
for, holding that the marks may be concurrently used upon the 
goods of the respective parties without reasonable likelihood of 
confusion. 

Upon appeal by the opposer, the Commissioner reversed the 
decision of the Examiner of Interferences and sustained the opposi- 
tion of appellee, holding that the marks involved are used upon 
goods possessing the same descriptive properties and are confus- 
ingly similar. From this decision appellant has taken this appeal. 

Both parties cite many cases in support of their respective con- 
tentions. 

The Commissioner held that the marks here involved are not 
more dissimilar than the marks “Rotex’”’ and “‘Kotex,” which, in the 
ease of Koter Co. v. McArthur, 18 C. C. P. A. (Patents) 787, 45 
F. (2d) 256 [21 T.-M. Rep. 47], we held to be confusingly similar, 


applied to goods possessing the same descriptive properties. 


Obviously, in cases of the character before us, only general 


principles of law are applicable, and after being applied it is very 
largely a matter of opinion whether two marks used upon goods 
of the same descriptive properties are confusingly similar. The 
Procter & Gamble Co. v. J. L. Prescott Co., 18 C. C. P. A. (Patents) 
1433, 49 F. (2d) 959 [21 T.-M. Rep. 314]. 

We have no hesitation in holding that the goods to which the 
respective marks are applied possess the same descriptive proper- 


ties, and we do not deem it necessary to cite authorities in support of 
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this holding. At the same time it is proper, in considering the 
question of confusion, to recognize the differences in the goods. 
Duro Pump & Mfg. Co. v. Thomas Maddock’s Sons Co., 17 C. C. 
P. A. (Patents) 785, 36 F. (2d) 1005 [20 T.-M. Rep. 554]; Fashion 
Park, Inc. v. The Fair, 18 C. C. P. A. (Patents) 1399, 49 F. (2d) 
830 [21 T.-M. Rep. 305]. 

It is familiar doctrine that, in determining the question of con- 
fusing similarity of marks, they must be considered as a whole, 
but it does not follow that portions of marks which are similar must 
be given equal weight with portions of marks which are dissimilar. 
In the case of Yeasties Products, Inc. v. General Mills, Inc., 22 
C. C. P. A. (Patents) 1215, 77F. (2d) 523 [25 T.-M. Rep. 396], 
the marks “Yeasties’” and “Wheaties” were involved, applied to 
goods not identical, but nevertheless possessing the same descriptive 
properties. We there said: 

It is evident from the record, and no claim is made to the contrary, 
that appellee is not the exclusive owner of the suffix “ies.” Accordingly, 
if the word “Yeast,” of appellant's mark, is sufficiently dissimilar with 
the word “Wheat,” of appellee’s mark, so that, when considered as a 


whole, the marks are not confusingly similar, appellant is entitled to the 
registration of its mark... . 


So in the case at bar the last syllable of each mark is identical. 
Appellee makes no claim to a monopoly of the word “lash,” applied 
to goods possessing the same descriptive properties as do the goods 
to which it applies its mark, but does insist that, the marks being con- 
sidered as a whole, the syllable “lash” is a very important part of 
both marks. 

We believe that purchasers would pay little attention to the last 
syllable of the marks as bearing upon the origin of the goods, but, 
seeing the marks as a whole, the mind would fasten upon the syllable 
“Kur” in appellee’s mark and “Star” in appellant’s mark, and the 
last syllable in each mark would be given little attention other than 
with respect to its descriptive character. 

While it is true that marks should not be dissected in considering 
the question of confusion, it is also true that similarities and dis- 


similarities in marks should both be considered. 
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In our judgment “Kurlash” and “‘Starlash” are much more dis- 
similar in sound and appearance than are the marks “Rotex” and 
“Kotex,” the subject of our decision in Kotex Co. v. McArthur, 
supra, relied upon by ‘the Commissioner. 

Considering the fact that appellee’s mark is applied to an in- 
strument for curling eyelashes, and appellant’s mark is applied to 
a cosmetic for eyelashes, and considering also the difference in the 


marks of the parties, we are of the opinion that the concurrent use 
by the parties of their respective marks would not be likely to cause 


confusion or mistake in the mind of the public or to deceive pur- 


chasers. 

It follows from the foregoing that we are of the opinion that the 
decisions of the Examiner of Interferences should have been affirmed, 
dismissing the notice of opposition, and adjudging that appellant is 
entitled to the registration applied for. 


The decision of the Commissioner of Patents is reversed. 


BLanp, J., dissents. 


KELVINATOR CORPORATION v. NorGE CorpPoraATION (BorG-WARNER 
Corp., Assignee, Substituted ) 


United States Court of Customs and Patent Appeals 
Opposition No. 14,3800 


February 7, 1938 


Trape-MarKks—Opposition—“KELVINATOR” AND “AEROLATOR” FoR AzrIR- 
CONDITIONING Apparatus—ConFLICTING Marks. 
The word “Aerolator” held confusingly similar to “Kelvinator,” 
both marks being used on air-conditioning apparatus. 
On appeal from a decision of the Commissioner of Patents dis- 


missing a trade-mark opposition. Affirmed. 


Watts T. Estabrook, Donald B. Waite and T. A. Hostetler, all 
of Washington, D. C., for appellant. 

Charles M. Thomas, of Washington, D. C., and L. D. Burch, of 
Detroit, Mich., for appellee. 
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Harrievp, J.: This is an appeal from the decision of the Com- 
missioner of Patents in a trade-mark opposition proceeding affirming 
the decision of the Examiner of Interferences dismissing the opposi- 


tion of appellant, and holding appellee to be entitled to the registra- 
tion its trade-mark “Aerolator,”’ for use on air-conditioning appara- 
tus. 

In its application, appellee stated that it had used its trade-mark 
on its goods since November 17, 1933. 

It appears from the record that appellant is the owner of Regis- 
tration No, 142,652, issued May 17, 1921 on an application filed May 
28, 1920, of the trade-mark “Kelvinator” for use on refrigerating 
apparatus; that, long prior to the adoption and use by appellee of 
its mark “Aerolator,’ appellant had used its mark on other goods, 
such as air-conditioning apparatus, domestic and commercial 
refrigerators, automatic heating equipment, and other articles; 
that appellant has advertised its trade-mark and its goods exten- 
sively throughout the United States and in foreign countries; and 
that it has expended large sums of money in such advertising, ap- 
proximately $6,000,000 in the four year period ending immediately 
prior to the taking of the testimony in this case—September, 1935. 

The goods of the parties possess the same descriptive proper- 
ties. 

The sole issue in the case is whether the marks “Kelvinator” 
and “Aerolator” are so similar that, when used on the goods of 
the respective parties, confusion in the mind of the public is likely 
to result. 

Counsel for appellant argue that the marks of the respective 
parties end in the suffix “ator,” and that the prefix “Aerol” of 
appellee’s mark is not sufficiently dissimilar from the prefix “Kel- 
vin’ of appellant’s mark to prevent the marks as a whole from 
being confusingly similar when used on goods of the same 
descriptive properties. 

It is not urged that the suffix “ator” is the dominant feature of 
either of the marks, and it obviously is not. 

The suffix “‘ator’” is very common. It appears as a part of the 
names of various mechanical contrivances, such as refrigerator, 
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percolator, dehydrator, fumigator, aerator, circulator, evaporator, 


desiccator, and gyrator, as well as a part other commonly used 
words, such as arbitrator, orator, mediator, etc. 

If we may again -indulge in a dissection of the marks, solely 
for the purpose of the discussion, we think it fair to say that the 
prefixes “Kelvin” and “Aerol” are quite dissimilar. When cor- 
rectly pronounced, appellee’s trade-mark is “‘A’erolator.” 

The goods of the parties are comparatively expensive, and, as 
stated in the case of International Silver Co. v. The American 
Silver Co., 17 C. C. P. A. (Patents) 871, 37 F. (2d) 622 {20 
T.-M. Rep. 76], are purchased with a “considerable degree of care 
and discrimination upon the part of the purchaser. . . . They are 
not a matter of every-day purchase upon the part of an individual, 
like food products or other products that require frequent re- 
placement.” 

Considering the marks in their entirety, the character of the 
goods of the parties and the degree of care and discrimination 
exercised by the purchasers of them, we are of opinion that their 
concurrent use by the parties on their respective goods would 
not be likely to cause confusion or mistake in the mind of the public, 
and that appellee is entitled to the registration of its mark. 


The decision is afirmed. 


MisHawaka Russper & WooLeEN MANUFACTURING Co. v. Brap- 


STONE RusBer Co. 
United States Court of Customs and Patent Appeals 
Opposition No. 15,200 


February 7, 1938 


Trape-Marks—Opposit1ion—ABANDONMENT OF APPLICATION. 

In a trade-mark opposition, where applicant-appellee filed with 
the Commissioner a formal abandonment of its application prior to 
the filing of an appeal by opposer-appellant, held that the decision of 
the Examiner of Interferences sustaining the opposition should be 
reversed, inasmuch as there was nothing pending in the Patent Office 
upon which an opposition could be based. 
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On appeal from decision of the Commissioner of Patents, vacat- 
ing a decision of the Examiner of Interferences in a trade-mark 
opposition. Affirmed. For the Commissioner’s decision, see 27 


T.-M. Rep. 387. 











E. W. Shepard and T. A. Hostetler, both of Washington, D. C., 
for appellee. 


Barry & Cyr and Thomas L. Mead, all of Washington, D. C., 
for appellant. 





Lenroory, J.: 















This is an appeal from a decision of the Commis- 
sioner of Patents, vacating a decision of the Examiner of Inter- 
ferences which sustained an opposition of appellant to the regis- 
tration of a trade-mark by appellee, and adjudged that appellee 
was not entitled to the registration of the mark, application for 


which was filed by it on April 4, 1935. The decision of the Com- 


missioner also ordered that appellant’s notice of opposition be 
stricken from the record. 

It appears that, after certain amendments of appellee’s appli- 
cation had been entered, its attorneys requested that the case should 
be passed to final publication, and on September 24, 1935, the 
mark was published in the Official Gazette. 

On October 22, 1935, there was filed with the Commissioner of 
Patents the following letter: 


Hon. 


Sir: 





Commissioner of Patents. 





The undersigned hereby abandons the above trade-mark application 
without prejudice. 






BraADSTONE Ruspper CoMPANY, 
By I. V. Srone, 
President. 
October 21, 1935. 










On October 23, 1935, appellant filed a notice of opposition to 
the registration of the mark applied for by appellee, alleging, 
among other things, confusing similarity of appellee’s mark with 
a registered mark owned by appellant, applied to goods possessing 


the same descriptive properties as the goods to which appellee 
applied its mark. 
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On November 21, 1935, the Examiner of Interferences wrote 
, * * 
appellee’s attorneys advising them that the proposed abandonment 
of its application, filed October 22, 1935, would not be considered, 
and further requiring appellee to answer appellant’s notice of 
opposition by December 21, 1935. In said letter the Examiner 
stated: 

The proposed abandonment filed October 22, 1935, of the application 
involved herein, is noted by the Examiner. In the absence of the written 
consent of the opposer no further consideration can be given thereto in 
view of the ruling in the case of James G. Hill Company, Inc. v. Standard 
Brands, Incorporated, 159 M. D. 243 [24 T.-M. Rep. £18}. 

On December 12, 1935, the parties hereto entered into a stipu- 
lation, subject to the approval of the Commissioner, that certain 
testimony to be taken might be used in the opposition here involved 
and also in another opposition involving the same parties. 

On December 17, 1935, the Examiner postponed consideration 
of said stipulation pending the filing of an answer by appellee to 
said notice of opposition, or waiver of its right so to file. 

On January 24, 1936, the Examiner of Interferences wrote the 
following letter: 

The record fails to show that the answer called for in office letter dated 
November 21, 1935, has been filed. Accordingly, under the provisions of 
Equity Rule 16, the notice of opposition is hereby taken pro confesso. 
The question of the entry of a final decree within the meaning of Equity 
Rule 17 will be considered later. 

On February 28, 1936, the Examiner of Interferences entered 
a final decree pro confesso, sustaining appellant’s notice of op- 
position and adjudging that appellee is not entitled to the registra- 
tion of the mark for which it had made application. 

On February 11, 1937, appellee petitioned the Commissioner 
to review the record in the case and exercise his supervisory 
authority thereover, alleging in effect that the Examiner of Inter- 
ferences was without jurisdiction to enter said decree pro confesso, 
inasmuch as appellee had abandoned its application before the 
notice of opposition was filed. 

On April 16, 1937, the Commissioner rendered his decision 
hereinbefore noted, and from such decision appellant took this 
appeal. 













140 TWENTY-EIGHT TRADE-MARK REPORTER 





On October 12, 1937, appellee filed a motion in this court to 
dismiss this appeal upon the ground that the appeal does not state 
any matter properly appealable to this court, but merely presents a 
moot question. Decision upon said motion was reserved by us, to 
be considered upon the argument of the case upon its merits. 

This motion is denied for the reason that we do not consider 
the question before us as moot. If appellant should here prevail, 
the decision of the Examiner will constitute a fina] determination 
that appellee has not the right to register its mark; while, if the 
Commissioner’s decision is affirmed, there will have been no such 
determination. 

Under appellant’s reasons for appeal no issue is raised with 
respect to the right of the Commissioner, in the exercise of his 
supervisory powers, to consider appellee’s petition under date of 
February 11, 1937, and upon oral argument appellant’s counsel 
expressly waived any contention that appellee, not having appealed 
from said decree pro confesso, was bound thereby. 

As hereinbefore set forth, the Examiner of Interferences, in 
refusing to consider appellee’s abandonment of October 22, 1935, 
relied upon the case of James G. Gill Company, Inc. v. Standard 
Brands Incorporated, supra. In his decision in the case at bar the 


Commissioner stated: 


I do not think the Standard Brands case is applicable. There the 
applicant had attempted to withdraw its application after the opposition 
had been instituted, and for reasons fully stated by the Commissioner in 
his decision it was held that such withdrawal should not be permitted 
without the consent of the opposer. The situation presented in the instant 
case is entirely different. Applicant abandoned its application before any 
notice of opposition had been filed, so that when the notice was received in 
the Patent Office there was no longer a pending application to be opposed. 
The opposer should have been so advised, and the notice of opposition 
should have been returned unfiled. 

It is my opinion that the proceeding was void from its inception, and 
that the Examiner of Interferences was therefore without jurisdiction to 
render the decision here complained of. Accordingly the said decision is 
vacated, and the notice of opposition is ordered stricken from the record. 


Rule 65 of the Rules of the Patent Office relating to the regis- 
tration of trade-marks reads, insofar as is here pertinent, as fol- 


lows: 


65. An abandoned trade-mark application is one .... which the applicant 
has expressly abandoned by filing in the office a written declaration of 
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abandonment, signed by himself and assignee, if any, identifying his 
application by serial number and date of filing. 

Section 26 of the Trade-Mark Act of February 20, 1905, reads 
as follows: 

Sec. 26. That the Commissioner of Patents is authorized to make rules 
and regulations, not inconsistent with law, for the conduct of proceedings in 
reference to the registration of trade-marks provided for by this act. 

In our opinion, Rule 65, as above quoted, is not inconsistent 
with any provision of the statutes relative to the registration of 
trade-marks, and, indeed, appellant does not challenge the validity 
of the rule. 

Therefore, so far as the record discloses, at the time appellant’s 
notice of opposition was filed, October 23, 1935, there was not 
pending in the Patent Office any application of the appellee for 
the registration of its mark, and there was nothing for appellant to 
oppose. Surely, appellant could not claim to be damaged by the 
registration of appellee’s mark when appellee was not seeking to 


register it. All of the cases cited by appellant relate to oppositions 


filed before abandonment of an application by an applicant, and 


we agree with the Commissioner that where a notice of opposition 
is filed against an existing application, a very different situation 
as to the rights of the parties exists from one where there is no 
application pending when a notice of opposition is filed. 
Appellee cites a case directly in point with the one at bar, viz., 
the case of Ex parte Rockwood Chemical Company, 117 M. D. 
295 [5 T.-M. Rep. 468]. The decision in that case reads as fol- 


lows: 


This is a petition requesting that the Examiner of Trade-Marks be 
advised that his action of June 30, 1915, setting aside a letter of June 16, 
1915, was improper, that applicant’s abandonment of this application filed 
June 10, 1915 should remain in force. 

Since the withdrawal of this application by abandonment there have 
been three notices of opposition received, but since the application was 
abandoned June 10, 1915, and the first received notice of opposition was 
filed June 23, 1915, there was nothing to oppose, and it was therefore im- 
proper to have instituted opposition proceedings. 

The Examiner of Interferences is therefore directed to dismiss the 
opposition on this ground allowing an appeal if the opposer shall so elect, 
and the Examiner of Trade-Marks is directed to hold the application of 
Rockwood Chemical Company abandoned as of June 10, 1915. 


s/ J. T. NeEwron, 
July 15, 1915. Acting Commissioner. 
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With respect to the case of Gill Co., Inc. v. Standard Brands, 
Inc., supra, in which case a notice of abandonment was filed after 
a notice of opposition had been filed, we would observe that the 
Commissioner, in holding that in such case the opposition should 
proceed to judgment, overruled a number of previous decisions of 
the Patent Office. 

We are not here called upon to determine whether the Gill Co., 
Inc. v. Standard Brands, Inc. case was properly decided, but it is 
significant that the case of Ex parte Rockwood Chemical Company, 
supra, was not cited. 

Appellant cites the case of Lincoln Motor Co. v. Lincoln Mfg. 
Co., 58 App. D. C. 191. In that case, after an appeal had been 
taken to the court, an agreement was entered into between the 
parties whereby the applicant discontinued and abandoned the use 
of the mark. Nevertheless, the court proceeded to decide the case 
upon the record certified by the Patent Office. Obviously, the 
court, in so doing, merely performed its statutory duty, and that 
decision has no application to the case at bar. 

We are satisfied that, in order to constitute an opposition 
proceding, there must be an existing application at the time that 
the notice of opposition is filed. Otherwise, there can be no issue 
formed and nothing upon which the Patent Office tribunals are 
authorized to proceed. 

At the time appellant’s notice of opposition was filed there was 
nothing pending in the Patent Office upon which opposition could 
be based, and therefore the Examiner of Interferences was without 
jurisdiction in the premises. 

We attach no importance to the stipulation signed by appellee’s 
counsel, hereinbefore referred to. It never became effective, so 
far as the record discloses, and in any event it did not revive ap- 
pellee’s abandoned application. 


We observe that counsel for both parties have failed to comply 
with paragraph 3 (e) of Rule XXVII of our rules, requiring all 
briefs in excess of fifteen pages to be indexed. While the excess 


of pages in the briefs before us is not great, such briefs fall within 
the rule. 
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Finding no error therein, the decision of the Commissioner is 


affirmed. 


DEcISIONS OF THE COMMISSIONER OF PATENTS 
Conflicting Marks 


Frazer, A. C.: Held that applicant is not entitled to register, 
as a trade-mark for whisky a mark comprising the words “Silver 


Stallion” and the showing of a stallion standing on his rear legs, 


in view of the prior adoption and use of the words “White Horse” 
either alone or in association with the picture of a white horse, as 
a trade-mark for the same goods. 

In his decision the Assistant Commissioner said: 

I have carefully considered the arguments advanced in applicant’s 
behalf, but I can find no escape from the conclusion that the concurrent use 
of these two marks on the particular goods involved would be likely to lead 
to confusion. In significance the expressions “White Horse” and “Silver 


Stallion” are substantially the same, and the picture of a horse certainly 


does not detract from the similarity of applicant’s mark to the mark of 
opposer.! 


Frazer, A. C.: Held that applicant is not entitled to register, 
as a trade-mark for baby pants, a mark comprising a picture of 
two babies wearing such pants, one in a crawling position and the 
other standing and grasping the pants of the crawling baby, in 
view of the prior adoption and use by opposer, of a mark for the 
same goods consisting of the picture of a single crawling baby. 

After stating in his decision that the Examiner of Interferences 
seems to have taken the position that the differences between 
(human) forms are very small and therefore slight differences 
must be sufficient to distinguish such forms when used as trade- 


marks, the Assistant Commissioner said: 


I am unable to adopt this reasoning. Whether or not it be the represen- 
tation of a human form, I doubt that the average purchaser pays sufficient 
attention to any trade-mark as to retain more than a vague impression of 
its details. 


1 White Horse Distillers, Limited v. Joseph A. Berson, Opp’n No. 14,391, 
159 M. D. 1061, January 20, 1938. 
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Opposer’s mark is a picture of a crawling baby. Applicant’s mark is a 
picture of two babies, one of which is crawling. Placed side by side, these 
marks could not possibly be confused, nor is it likely that a person thoroughly 
familiar with either would fail to distinguish the other. That, however, is 
not sufficient. If there is a reasonable probability that some purchasers 
would be deceived the second mark should not be registered. It seems to 
me there may be those who would retain only the impression of a crawl- 
ing baby, and thus mistake applicant’s goods for those of opposer. The 
question is a close one, but the doubt must be resolved in opposer’s favor. 










Frazer, A. C.: Held that The Hamburger Company, of 


Chicago, Ill., is not entitled to register, as a 

















trade-mark for 
whisky, a mark consisting of the notation “Black Scot’’ associated 
with.the representation of the head of a dog, in view of the prior 
adoption and use by James Buchanan & Company, Limited, of 
London, England, of the mark consisting of the words “Black 
& White,” associated with the representation of two dogs, one 
black and one white, seated upon a block or pedestal. 

In his decision after noting that the Examiner of Interferences 
based his decision largely on an alleged admission in appellant's 
brief that the only point to be decided was whether there was 
confusing similarity between the designations “Black & White” 
and “Black Scot” as used by the parties and stating that he found 
no such admission in the record, the Assistant Commissioner said: 


The goods of the parties are identical, namely, whisky; and it appears 
that both specialize in Scotch whisky. Opposer is the owner of the trade- 
mark “Black & White,” which was registered for such goods many years 
before applicant’s entry into the field. Even in the absence of dogs I think 
this mark is too closely simulated by applicant’s mark to permit of the 
use of both on Scotch whisky without a strong probability of confusion. 
The expressions “Black Scot” and “Black and White Scotch” have little 
to distinguish them, and even the dog picture in applicant’s mark appears 
to be that of a Scotch terrier. It is true, as pointed out by applicant, that 
the labels now used by the respective parties are quite dissimilar; but this 
does not affect the question of registrability, for applicant may change its 
label at will. Moreover it frequently happens that whisky is ordered and 
sold by the drink, without opportunity for the purchaser to inspect the 
label. 




















21. B. Kleinert Rubber Company v. International Latex Corporation, 
Opp’n No. 15,573, 159 M. D. 1063, January 20, 1938. 

‘James Buchanan & Company, Limited v. The Hamburger Company, 
Opp'n No. 14,992, 159 M. D. 1066, January 21, 1938. 
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Mackuin, F. A. C.: Held that applicant is entitled to regis- 
ter, under the Act of 1905, the term “Ruffy-Flake” as a trade- 
mark for yarns for art needle work, although the labels show not 
only this mark but the mark of the actual retailer of the goods. 

In his decision, after noting that the applicant is the manu- 
facturer of yarns and affixes labels bearing the trade-mark to 
balls and packages of yarn and that the labels bear also another 
trade-mark “Bonita” and the words ““Made Expressly for S. H. 
Kress & Co.” and noting further that the Examiner of Interfer- 
ences had held that these labels show that the mark is not actually 


used by the applicant, the First Assistant Commissioner said: 


Applicant contends that the use of a trade-mark on a label is the 
equivalent of the use of the name of the owner of the mark, and the name 
of the owner of the trade-mark need not be used on the label. I think this 
is sound, 


After discussing the question and referring to the decision in 
Pro-Phy-Lactic Brush Company v. Lester D. Lawson, 32 U. S. 
P. Q. 262; 475 O. G. 689, the First Assistant Commissioner said: 

I cannot agree that the sole purpose of requiring specimens is to furnish 
evidence of use by the applicant. In any event, I do not think that it is 
proper to deduce from the appearance of a label something contrary to 
the statement of facts appearing in the affidavits furnished, particularly 
where a set of facts is stated by the applicant consistent with matter 


appearing on the labels and with the statements of the application for 
registration.’ 


Mackuin, F. A. C.: Held that applicant is entitled to regis- 
ter, under the Act of 1905, as a trade-mark for fertilizer the nota- 
tion “At the Bottom of Good Crops.” 


In his decision after stating that the Examiner had held the 


mark descriptive and, in fact, not a trade-mark at all, the First 


Assistant Commissioner said: 


I am of the opinion that the words “At the Bottom of Good Crops” are 
not descriptive of fertilizer within the meaning of the statutory provisions 
precluding registration on the ground of descriptiveness. I am willing to 
accept the applicant’s statements that he has used the mark as a trade-mark 
and believe that it should be held to be registrable. 


* Ex parte Bernhard Ulmann Co., Inc., Ser. No. 377,760, 159 M. D. 1068, 
January 25, 1938. 
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Then after noting that, after the hearing applicant filed a paper 
with attached samples of orders for fertilizer designated by the 
phrase “At the Bottom of Good Crops,’ he said: 





Perhaps if these had been submitted to the Examiner he might have 
agreed with the applicant that the mark had a trade-mark use. In any 
event, in view of the above, it is now held that the Examiner was in error 
in holding that the mark is descriptive and did not have a trade-mark use, 
and it is ordered that the mark be passed for publication.® 


Frazer, A. C.: Held that applicant is not entitled to register, 


as a trade-mark for a nonalcoholic, maltless syrup for making soft 












drinks, the term “Dextra-Cola” in view of the opposer’s well known 
trade-mark “Coca-Cola.” 


In his decision after referring to certain decisions relied upon by 
the applicant the Assistant Commissioner said: 


Be that as it may, I am of the opinion that the instant proceeding is 
virtually controlled by the decision of the Court of Customs and Patent 
Appeals in Steinreich v. Coca-Cola Co., 21 C. C. P. A. 722, 67 F. (2d) 498 
[24 T.-M. Rep. 11], holding the marks “Coca-Cola” and “Vera-Coca” to 
be confusingly similar, and upon that ground refusing to permit registra- 
tion of the latter. “Dextra-Cola” is, I think, even more nearly like opposer's 
mark than is “Vera-Coca.” Certainly it cannot be said to be less so. 











Then after stating applicant insisted that having disclaimed the 
word “Cola” that word is descriptive and should be disregarded in 
comparing the marks, Assistant Commissioner said: 


A sufficient answer is that opposer’s mark was long since registered, 
and its validity is not open to question in this proceeding. But even as- 
suming the word to be descriptive, neither that fact nor applicant's dis- 
claimer would obviate the probability of confusion. The marks must be 
considered in their entireties, including such features as may be descriptive 
whether disclaimed or not. Skelly Oil Co. v. Powerine Co., 24 C. C. P. A. 
790, 86 F. (2d) 752 [27 T.-M. Rep. 78]; Joseph Tetley § Co. v. Bay State 
Fishing Co., 23 C. C. P. A. 969, 82 F. (2d) 299 [26 T.-M. Rep. 217].® 






Frazer, A. C.: Held that applicant is not entitled to register, 


as a trade-mark for shoes a mark consisting of a front view picture 
of a kitten’s head and forepaws with the words thereabove “Soft 







5 Ex parte Consolidated Rendering Company, Ser. No. 356,832, 159 M. D. 
1067, January 25, 1938. 

® Coca-Cola Company (The Coca-Cola Company, Assignee Substituted) 
v. Corn Products Refining Company, Opp’n No. 15,312, 159 M. D. 1074, 
January 26, 1938. 
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as a Kitten’s Ear,” these words being disclaimed in view of the use 
in registration by opposer of a trade-mark for hosiery consisting of 
a front view picture of a kitten’s head with a spool of thread sus- 
pended from its mouth, beneath which is printed the word “‘Corti- 
celli.” 

In his decision, after noting that marks must be considered in 
their entireties in determining the question of confusing similarity, 
and that disclaimed or descriptive matter may not properly be dis- 
regarded, the Assistant Commissioner said: 


But I do not believe that either the notation of applicant’s mark, or 
the word of opposer’s is sufficient to render the two marks so distinctively 
dissimilar as to warrant the registration here sought. Shoes and _ hosiery 
are closely associated in use and in the mind of the public. They are 
frequently sold in the same stores and over the same counters. The average 
purchaser does not remember the details of trade-marks, nor is he required 
to do so. He may easily forget the forepaws of applicant’s kitten, and as 
easily overlook the absence of the spool of opposer’s mark. His impression 
of either mark may be merely the head of a kitten, in which case confusion 
as to origin of goods would seem reasonably likely to occur. The question 
is not free from doubt; but such doubt, as the courts have so many times 
reiterated, must be resolved in favor of the first user.* 


Corporate Name 


Mackin, F. A. C.: Held that applicant is not entitled to regis- 
ter, as a trade-mark for packed, bottled and canned pickles and sweet 


and sour relishes, the term “Serval.”’ 


The ground of the decision is that this mark is substantially the 
corporate name of the opposer “‘Servel, Inc.” 

In his decision he noted that the Examiner of Trade-Mark Inter- 
ferences had held that there was no likelihood of confusion between 
the mark of the applicant used on the goods stated and the term 
“Servel” as used on refrigerators or refrigerator parts and refrig- 
erating systems, and that he was not persuaded that the use of 
“Serval” would be likely to result in confusion with the applicant’s 
mark. 

With reference to the corporate name, First Assistant Commis- 
sioner said: 


7 Belding Heminway Company v. E. P. Reed & Co., Opp’n No. 15,781, 
159 M. D. 1078, January 31, 1938. 
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The opposer’s specimen and applicant’s trade-mark drawing require 
comparison to discover that one ends with “el” and the other with “al.” 
They may be pronounced alike, or at least so nearly alike that I believe 
they are, within the meaning of the statute, the same word. 
obviously the name of the corporation Servel, Inc. 

The opposer has for ten years or more advertised and popularized its 
corporate name and trade-mark “Servel.” As was stated in a former case 
of this applicant, the notation “Servel” has no significance other than the 
essential feature of the name of one person, namely: the opposer. In line 
with the authorities in Beechnut Cereal Co. v. Beech-Nut Packing Co., 273 
F. 367; 51 App. D. C. 5 [11 T.-M. Rep. 245], the registration to the ap- 
plicant should be and is refused. 


“Servel” is 


With reference to the question of confusion in trade he said: 


The holding of the Examiner of Trade-Mark Interferences that the op- 


position is not sustained by the confusion in trade clause is believed to be 
sound.® 


Descriptive Terms 


Frazer, A. C.: Held that opposer is not entitled to oppose the 
registration by applicant of a trade-mark consisting of the words 
“Corning Queen” in connection with a picture of a girl wearing 
a crown, as a trade-mark for canned olives, but that the mark is not 
registrable to the applicant because it is merely descriptive of the 
goods. 

As to the first point, after noting that the opposition is based 
upon the alleged ownership of the word “Corning” as a trade-mark 
of the same goods, the Assistant Commissioner held that the May- 
wood Packing Company, of Corning, Calif., had pleaded as a basis 
of the opposition ownership alone and since the word was merely 
geographical, being the name of the place where both parties were 
in business, the opposition could not be sustained. 

With reference to the question of descriptiveness, he noted 
that queen was the name of a type of olives produced in the Corn- 
ing region, and the term “Corning Queen” is therefore aptly 
descriptive. He further held that the association of this mark 
with the picture of a girl wearing a crown rendered the mark no 


8 Servel, Inc. v. Fred F. Sutton, Opp’n No. 15,434, 159 M. D. 1070, 
January 25, 1938. 
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less descriptive and the disclaimer of the words “Corning Queen” 
would not make the mark registrable.° 


Frazer, A. C.: Held that applicant is not entitled to register, 
under the Act of 1905, as a trade-mark for meters and devices 
adapted to continuously indicate the rate of flow of two or more 
flowing fluids of a power producing or utilizing apparatus, the 
term “Boiler Meter.” ; 

In his decision after noting that the application as filed showed 
only the word “Boiler,” that an amendment was thereafter filed 
seeking to add the word “Meter” to the drawing, but the Examiner 
had disapproved it, but through some inadvertence had not noti- 
fied the applicant and the case throughout had been treated as 
though the mark in question were the words “Boiler Meter,’ As- 
sistant Commissioner Frazer said: 

Obviously the word “Meter” is the generic name of applicant’s goods, 
and it is conceded in the brief on appeal that “the specific meter or device 
to which the mark is applied might in some instances be used as a means 
for indicating the flow of steam from a boiler.” That it actually is employed 
for this purpose is evidenced by the specimens on file. When so used, I 
cannot escape the conclusion that “boiler meter” is merely the name of the 
device, and hence incapable of trade-mark significance. This being true, 
the fact that the device is also suitable for other uses does not, in my 
opinion, affect the question of registrability. 

Then after noting that applicant had filed a number of affidavits 
tending to support the contention that the expression “Boiler 
Meter” had never been used by any other manufacturer of similar 
equipment, the Assistant Commissioner said: 


This may well be true, but it does not necessarily follow that the expres- 
sion is a valid trade-mark. Regardless of its significance to the trade it 
remains the name of applicant’s device, and as such is of course merely 
descriptive thereof. 


Then with respect to the question whether, if not registrable 
under the Act of 1905, the mark would be registrable under the 
Act of 1920, Assistant Commissioner said: 


While the question is not properly before me, and the opinion here 
expressed will not preclude applicant from presenting the matter anew by 


® Maywood Packing Company v. The Corning Olive Growers Association, 
Opp’n No. 15,683, 159 M. D. 1065, January 21, 1938. 
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petition from any decision the Examiner may render in that regard, I will 
say that I do not now believe the alleged trade-mark to be proper subject 
matter for registration even under the 1920 act. It is true that descriptive 
terms may be registered under that act, provided they function also as 


trade-marks; but the mere name of particular goods can never function as 
a trade-mark for such goods.1° 






















Frazer, A. C.: Held the prior use by the applicant of the words 
“Duffy Malt” as a trade-mark for malt whisky was not a sufficient 
ground for refusing registration to applicant, of a mark consisting 
of the notation “Duffy’s” in ordinary type, below which appears two 





concentric circles, a portion of the outer circle merging with the 
lower edge of the border, as a trade-mark for malt syrup for food 
purposes and cereal sugar. He held, however, that the mark was 
not registrable by the applicant since it included the name “Duffy” 
not reproduced in a particular or distinctive manner. 

With reference to the opposition, after stating that the Examiner 
of Interferences had relied in his ruling that the goods of the 
parties were of the same descriptive properties, on the decision of 
the Court of Appeals of the District of Columbia of Four Roses 
Products Co. v. Small Grain Distilling & Drug Co., 58 App. D. C. 
299, 29 F. (2d) 959, and noting that the decision was rendered at a 
time when malt syrup was intended for and actually used for making 
a home brew with greater alcoholic content than then allowed by 
law, the Assistant Commissioner said: 








So far as the present record discloses applicant’s malt syrup is neither 
intended nor used for any such purpose. It is a grocery product chiefly 
employed in cooking and baking. In my opinion, when considered in con- 
nection with the changed conditions resulting from the repeal of prohibi- 


tion, this difference in use sufficiently distinguishes the instant case from the 
one cited. 









With reference to the mark being unregistrable to applicant 
because the name “Duffy” is not distinctively displayed, the As- 
sistant Commissioner referred to-two decisions of the Court of Ap- 
peals of the District of Columbia, namely, In re Artesian Manufac- 
turing Co., 37 App. D. C. 113 [1 T.-M. Rep. 53], and Oliver Chilled 
Plow Works v. The William J. Oliver Manufacturing Co., 40 App. 










10 Ex parte Bailey Meter Company, Ser. No. 349,262, 159 M. D. 1072, 
January 26, 1938. 
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D. C. 125 [3 T.-M. Rep. 288], in which that court had approved the 
ruling of the Patent Office of an earlier case, that the controlling 
principle relative to the registration of a mark consisting of a 
name written in a distinctive manner is that 


.... the distinctive manner in which the name is displayed must be of a 
character as to give such a distinct impression to the eye of the ordinary 
observer as to outweigh the significance of the mere name, 


and said: 


In each case registration was refused by the court because the name 
sought to be registered was not displayed in a “particular or distinctive 
manner.’ The mark considered in the Oliver case, which is reproduced in 
facsimile in the opinion, is far more distinctive in appearance than is 
applicant’s mark; and certainly the latter does not meet the requirement 
approved by the court. I think the ex parte refusal to register was proper. 


Goods of Different Descriptive Properties 


Mackuin, F. A. C.: Held that applicant is entitled to regis- 
ter, as a trade-mark for machines for use in the cleaning of feathers, 
a mark consisting of the word “Sanitized” with the representation 
of a feather in the form of an “S” passing through the word, not- 
withstanding the prior registration of that same word as a trade- 
mark for an antiseptic for treating textile fabrics. He also held 
that the opposer is not entitled to have the opposition sustained 
since it does not show that it was organized prior to the alleged 
use by the applicant and does not rely upon the name clause of 
the statute. 


With reference to the opposition, after stating that the opposer 


had alleged certain acts as having shown confusion and noting 
that no testimony was taken by either party, the Assistant Com- 
missioner said: 


However, these matters are categorically denied by the applicant and in 
the absence of some proof of confusion I am obliged to hold that the goods 
of the applicant are not of the same descriptive properties as those of the 
opposer and find that there is not such likelihood of confusion as should 
preclude the registration sought.!* 


11 Frankfort Distillers, Inc. v. Dextora Co., 159 M. D. 1075, Opp’n No. 
13,303, January 29, 1938. 

12 Sanitized, Inc. v. Universal Feather Sanitizing Machine Corporation, 
Opp’n No. 15,298, 159 M. D. 1060, January 6, 1938. 
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No Trade-Mark Use 


Frazer, A. C.: Held that applicant is not entitled to register, 
under the Act of 1905, the word “Irium”’ as a trade-mark for den- 
tifrices. 

The ground of the decision is that the specimens filed with the 
application do not show a trade-mark use of that word. 

In his decision, after stating that on each of the cartons filed as 
specimens are found the words “‘Pepsodent tooth paste alone con- 


tains Irium. Safely steps-up polish on teeth,” and noting that on 


the hearing on appeal additional cartons were offered showing the 
words “‘Pepsodent alone contains Irium. New discovery that safely 


steps-up luster on teeth,” the Assistant Commissioner said: 


I am clearly of the opinion that this record conclusively shows the word 
“Trium” to perform no trade-mark function with respect to dentifrices. 
All applicant has done is to inform purchasers of the fact that its tooth 
paste contains a new ingredient known as “Irium.” The word identifies 
the ingredient rather than the tooth paste, and the notation in which it 
appears on the cartons is merely a “statement of the quality of the product.” 
General Baking Co. v. Commander-Larabee Corporation, 23 C. C. P. A. 
973, 82 F. (2d) 427 [26 T.-M. Rep. 278]. 


He further noted that originally applicant’s goods were described 
as “a pharmaceutical preparation used as an ingredient in den- 
trifrices,’ and that in responding to the rejection on the ground that 
no specimens on file showed such use, the applicant said 
the labels very definitely identify a pharmaceutical, the right to use which 
belongs to the applicant, and it does not identify the tooth paste. 


and then said: 


I am in complete agreement with that statement, and I think it is as 
true now as when made.?* 


13 Ex parte The Pepsodent Co., Ser. No. 384,267, 159 M. D. 1046, Decem- 
ber 23, 1937. 





